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DETAILED ACTION 

1. This action is responsive to RCE received on Oct. 4, 2004. Claims 1 and 11-14 
were amended. Claims 16-30 were newly added. Claims 1-30 are pending examination. 

Claim Rejections - 35 (JSC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 16 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 16 recites the limitation "it" in 10 th line of the claim. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
. 351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

3. Claims 1-5, 7-11, 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Marquette et al M U.S. Patent No. 6,499,053 (referred to hereafter as Marquette). 
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Marquette teaches the invention explicitly as claimed including a chat system and 
method where an inviter can send an invitation to an invitee and receive a join message 
from the invitee (see abstract). 

As to claim 1 , Marquette teaches in a computer network that includes a plurality 
of networked computer systems, wherein a sending computer system sends an instant 
message through a chain of one or more computer systems to a destination computer 
system, a method of acknowledging delivery of the instant message, wherein the criteria 
for determining the success or failure of the delivery are user specified, the method 
comprising the following: 

an act of the sending computer system identifying the user specified criteria for 
returning a successful acknowledgement message corresponding to the instant 
message to the user (see col. 2 lines 30-40, inviter sends an invitation message to a 
user and waits for an accept or decline message); 

an act of the sending computer system determining whether the user specified 
criteria for returning a successful acknowledgement message are met (see col. 2 lines 
42-45, the user sends an accept message to the inviter as an acknowledgement to the 
invitation message); and 

an act of the sending computer system returning a successful acknowledgment 
message corresponding to the instant message only if the user specified criteria have 
been met (see col. 2 lines 42-48, the inviter receives a join message only if the user 
accepts the invitation). 
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As to claims 1 1 and 16, Marquette teaches in a computer network that includes a 
plurality of networked computer systems, wherein a sending computer system sends an 
instant message through a chain of one or more computer systems to a destination 
computer system, a method of acknowledging delivery of the instant message, wherein 
the criteria for determining the success or failure of the delivery are user specified, the 
method comprising the following: 

an act of the sending computer system receiving an acknowledgement message 
for the instant message (see col. 2 lines 7-45); 

a step for the sending computer system determining whether user specified 
criteria for returning a successful acknowledgement message corresponding to the 
received acknowledgement message for the instant message are met (see col. 2 lines 
7-45); and 

an act of the sending computer system returning a successful acknowledgement 
message corresponding to the acknowledgement message for the instant message only 
if the user specified criteria have been met (see col. 2 lines 7-45). 

As to claim 2, Marquette teaches the method of claim 1 wherein the sending 
computer system comprises a sending a client computer system associated with the 
user (see col. 2 lines 30-45). 

As to claim 3, Marquette teaches the method of claim 1 wherein the sending 
computer system comprises a sending client computer system associated with the user 
(see col. 13 lines 14-50). 
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As to claims 4 and 17, Marquette teaches the method and medium of claims 3 
and 16 respectively, wherein the act of the computer system identifying the user 
specified criteria for returning a successful acknowledgement message comprises the 
following: 

an act of the sending server computer system receiving a data field representing 
the user specified criteria with the instant message (see col. 13 lines 14-50); and 

an act of the sending server computer system reading the data field to identify 
the user specified criteria (see col. 13 lines 14-50). 

As to claim 5, Marquette teaches the method of claim 1 wherein the act of the 
computer system identifying the user specified criteria for returning a successful 
acknowledgment message comprises the following: 

an act of reading a data field representing the user specified criteria from a 
database accessible to the sending computer system (see col. 13 lines 14-50). 

As to claims 7 and 13, Marquette teaches the method of claims 1 and 1 1 
respectively wherein the user specified criteria is a "deep or" criteria (see col. 2 lines 27- 
32, the inviter enters the invitee name in a list of invitees). 

As to claims 8 and 14, Marquette teaches the method of claims 1 and 1 1 wherein 
the user specified criteria is a "deep or" and "deep and" criteria (see col. 2 lines 27-32). 

As to claim 9, Marquette teaches the method of claim 1 wherein the user 
specified criteria is a "deep and" criteria (see col. 2 lines 27-32). 
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As to claim 10, Marquette teaches a computer readable medium having 
computer executable instructions for performing the acts recited in claim 1 (see col. 2 
lines 7-45). 

As to claim 15, Marquette teaches a computer readable medium having 
instructions for performing the specific acts and the step recited in claim 1 1 (see col. 2). 

As to claim 18, the computer-readable medium of claim 17 wherein the indicating 
includes sending a successful acknowledgement message to the client computer 
system (see col. 2 lines 5-54). 

As to claim 19, the computer-readable medium of claim 16 wherein the sending 
computer system is a client computer system that originates the instant message and 
the indicating includes notifying a user that the delivery of the instant message was 
successful (see col. 2 lines 5-54). 

As to claim 20, the computer-readable medium of claim 16 wherein the instant 
message is sent to multiple destination computer systems and the user-specified 
criterion specifies that the delivery is successful when at least one destination computer 
system receives the instant message (see col. 2 lines 5-54). 

As to claim 21, the computer-readable medium of claim 16 wherein -the instant 
message is sent to multiple destination computer systems and the user-specified 
criterion specifies that the delivery is successful when all the destination computer 
systems receive the instant message (see col. 2 lines 5-54). 

As to claim 22, the computer-readable medium of claim 16 wherein the instant 
message is sent via a chain of one or more computer systems to the destination 
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computer system and the user-specified criterion specifies that the delivery is 
successful when at least one of the computer systems in the chain receives the instant 
message (see col. 2 lines 5-54). 

As to claim 23, the computer-readable medium of claim 22 wherein the delivery 
is successful when the first computer system in the chain receives the instant message 
(see col. 2 lines 5-54). 

As to claim 24. (New) A sending computer system for determining whether 
delivery of an instant message sent via a network was successful, comprising: 
a component that sends via the network the instant message to a destination computer 
system (see col. 2 lines 5-54); 

a component that receives via the network a successful acknowledgement message for 
the sent instant message; and 

a component that indicates delivery of the instant message was successful when the 
successful acknowledgement message satisfies a user-specified criterion for successful 
delivery of the instant message (see col. 2 lines 5-54). 

As to claim 25, the system of claim 24 wherein the sending computer system 
receives the instant message from a client computer system that originated the instant 
message and provides the user-specified criterion (see col. 2 lines 5-54). 

As to claim 26, the system of claim 25 wherein the component that indicates 
delivery of the instant message was successful sends a successful acknowledgement 
message to the client computer system (see col. 2 lines 5-54). 
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As to claim 27, the system of claim 24 wherein the sending computer system is a 
client computer system that originated the instant message and the component that 
indicates notifies a user that the delivery of the instant message was successful (see 
col. 2 lines 5-54). 

As to claim 28, the system of claim 24 wherein the instant message is sent to 
multiple destination computer systems and the user-specified criterion specifies that the 
delivery is successful when at least one destination computer system receives the 
instant message (see col. 2 lines 5-54). 

As to claim 29, the system of claim 24 wherein the instant message is sent to 
multiple destination computer system and the user-specified criterion specifies that the 
delivery is successful when all the destination computer systems receive the instant 
message (see col. 2 lines 5-54). 

As to claim 30, the system of claim 24 wherein the instant message is sent via a 
chain of one or more computer systems of the network to the destination computer 
system and the user-specified criterion specifies that the delivery is successful when at 
least one of the computer systems in the chain receives the instant message (see col. 2 
lines 5-54). 

Allowable Subject Matter 

4. Claims 6 and 12 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hussein A El-chanti whose telephone number is 
(571)272-3999. The examiner can normally be reached on Mon-Fri 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571 )272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
Hussein Elchanti 
Feb. 15, 2005 
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